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DETAILED ACTION 
Continued Examination Under 37 CFR LI 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on January 16, 2004 has been entered. 

Response to Amendment 

2. This Office action is responsive to the amendment filed with the request for continued 
examination dated January 16, 2004. Claims 5-7 were added and claims 1-7 are pending. 

3. Newly submitted claims 5-7 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: The new claims are method 
claims and the liquid composition of claims 1-4 can be used in a method other than the methods 
recited in new claims 5-7. Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 5-7 are withdrawn from consideration as being 
directed to anon-elected invention. See 37 CFR 1.142(b) andMPEP § 821.03. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 
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5. Claims 1-4 rejected under 35 U.S.C. 1 12, first paragraph, as containing subject matter 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

6. In claim 1, clear support for the added negative limitation "said composition being free of 
ethylene glycol mono-butyl ether" has not been found in the specification. While the 
specification does show a comparative example comprising ethylene glycol mono-butyl ether, 
the specification does not expressly state ethylene glycol mono-butyl ether is not in the instant 
composition. Accordingly, the added limitation is considered to be new matter. [The examiner 
notes that claim 1 was similarly rejected in paper no. 32 (mailed December 5, 2002), but the 
rejection was withdrawn when applicant deleted the negative limitation in the amendment 
received June 16, 2003. Claim 1 presented in the most recent amendment of January 16, 2004 is 
different from claim 1 in the previous amendment received June 16, 2003.] 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8. Claims 1-4 are rejected under 35 U.S.C. 103(a) as obvious over JP 63-069897 A (see full 
English translation for citation references). Japanese patent 63-069897 describes a cleaner 
composition comprising 5-95 % of one or more amines of mono-, di-, and triethanol amines, 0.2- 
50 % of one or more high boiling point solvents comprising diethylene glycol monobutyl ether 
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and benzyl alcohol used for removal of heavy dirt attached to hard surfaces. Instant claim 1 is 
drawn to "A releasing agent composition. . .which comprises as essential components. . .(A) 5 to 
75% by weight of a water-soluble organic solvent represented by the formula C4H9-O- 
(CH 2 CH 2 0) n H where n is an integer of 2 or 3". Present claim 2 is drawn to a composition 
wherein (A) may be diethylene glycol monobutyl ether. JP 63-069897 clearly reads on instant 
component (A) by disclosing diethylene glycol monobutylether (see page 2 of translation, lines 4 
and 5 of part (b)). Per the instant claim 1 requirement of 15 to 40% by weight of benzyl alcohol, 
JP 63-069897 also clearly discloses benzyl alcohol as a component of the composition (see page 
2 of the translation, line 5 of (b)). Applicant recites an amine compound in instant claim 1 and a 
specific amine, alkanolamine, in instant claim 3. JP 63-069897 clearly discloses alkanolamines 
such as monoethanol amine, diethanol amine, and triethanol amine as part of the composition 
(see page 2 of translation, line 3 of part (a)). In addition to the JP 63-069897 teaching of all 
components recited in instant claim 1 parts (A) - (C), the component amounts taught for the JP 
63-069897 composition encompass and/or overlap with the ranges recited in instant claim 1. 
Applicant requires 10 to 20% by weight of an amine compound, component (C). JP 63-069897 
teaches 5 to 95 parts of one or more amines (see page 2, lines 1 and 2 of part (a)), which clearly 
encompasses the required range of 10 to 20% by weight. Applicant requires 15 to 40% by 
weight of benzyl alcohol (component (B)) and 5 to 75% by weight of a water-soluble organic 
solvent represented by the formula C4H9-0-(CH2CH 2 0) n H where n is an integer of 2 or 3. JP 63- 
069897 teaches 0.2 to 50 parts of a combination of solvents including diethylene glycol 
monobutylether arid benzyl alcohol (see page 2, lines 4 and 5 of part (b)). The JP 63-069897 
teaching of 0.2 to 50 parts of a combination of diethylene glycol monobutylether and benzyl 
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alcohol clearly encompasses and/or overlaps with the required amounts of 15 to 40% of benzyl 
alcohol and 5 to 75% by weight of a water-soluble organic solvent such as diethylene glycol 
monobutyl ether. Per instant claim 4, the working examples taught by JP 63-069897 describe 
diluting the cleaning compositions in water (see "Working Examples" page 7 of translation). It 
would have been obvious to one of ordinary skill in the art at the time of the invention to produce 
the claimed composition in the recited proportions of ingredients, since each of the claimed 
components in the claimed weight ranges are disclosed by JP 63-069897. 

Response to Arguments 
9. Applicant states "The JP reference is directed to a different art area than the present 
invention." The examiner respectfully submits the preamble of claims 1-4 under consideration is 
drawn to "a liquid composition". The phrase "for use in removing an aqueous polymer floor 
polish" is considered to be an intended use and is not considered to be patentably significant. A 
recitation of the intended use of the claimed invention must result in a structural difference 
between the claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. 

With regard to applicant's argument that "the JP reference teaches that all of the high 
boiling solvents are equivalent to one another for the purposes of the JP invention and that only 
one is needed, e.g. Example 1 of the JP reference" and "the reference teaches that ethylene 
glycol monoethyl ether and ethylene glycol monobutyl ether are suitable solvents and such 
solvents are expressly excluded from the present claims", the examiner submits JP 63-069897 
does not require the composition comprise ethylene glycol mono-butyl ether, but rather recites 
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the solvent in a Markush group as a possible solvent. The reference recites as component (b) 
(see second page of translation) "0.2 to 50 weights parts, and preferably 2 to 20 weight parts, of 
one or more high-boiling solvents selected from ethylene glycol monoethyl ether, diethylene 
glycol monoethyl ether, ethylene glycol monobutyl ether, diethylene glycol monobutyl ether, 
and benzyl alcohol". The teaching clearly does not require that ethylene glycol monoethyl ether 
be present and accordingly, applicant's added negative limitation has not overcome the teaching 
of JP 63-069897. In addition, JP 63-069897 does not teach only one high-boiling solvent is 
used, but clearly teaches "one or more high-boiling solvents" are used. The examiner 
respectfully maintains all ingredients as well as amounts of ingredients of the instant claims are 
clearly taught by JP 63-069897 and accordingly, JP 63-069897 renders obvious the instant 
composition. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dawn Garrett whose telephone number is 571-272-1523. The 
examiner can normally be reached Monday through Friday during normal business hours. Please 
allow the examiner twenty- four hours to return your call. 

If reasonable attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Cynthia Kelly, can be reached at 571-272-1526. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
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applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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